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1. Claim 22 is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 

Claim 22 is a method claim which fails to limit the structure of the parent 
apparatus claim. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 4, 10, 12, 17 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cabrera, Clarke or Williamson, each in view of Tanaka, Pall, 
Hirakawa, Ramos, or Koslow. 

Clarke, Williamson and the two patents to Cabrera each disclose a gravitational 
separation chamber in series with a filter, in a linear sequence with a snaking flow path, 
substantially as recited in the instant claims. The instant claims differ in recitation of the 
filter having wool fibers and a synthetic component. 

It is known to make filters out of composite materials, which include wool and 
synthetic components, as exemplified by Tanaka (see column 4, lines 56-61), Pall (see 
column 4, lines 38-61), Hirakawa (see column 3, lines 3-24), Ramos (see column 3, lines 
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25-46) and Koslow (see paragraph 18). It would therefore have been obvious for one 
skilled in the art to use such a material for the filters of Clarke, Williamson or Cabrera, 
depending on the characteristics of the material to be filtered, absent a declaration 
showing unexpected results. With respect to claim 4, it is submitted that the specific 
ratio of the components would also have been an obvious matter of optimization for 
one skilled in the art, absent a declaration showing unexpected results for the particular 
ratio. 

Note that Williamson, in particular, discloses that the specific filter material may 
be selected depending on the contaminants (column 7, lines 46-56). 

4. Claims 1, 4, 7, 8, 10, 12, 17 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Mathews in view of Tanaka, Pall, Hirakawa, Ramos, or 
Koslow. 

Mathews discloses a gravitational separation chamber in series with a pair of 
filters, in a linear sequence with a snaking flow path, substantially as recited in the 
instant claims. The instant claims differ in recitation of the filter having wool fibers and 
a synthetic component. 

It is known to make filters out of composite materials, which include wool and 
synthetic components, as exemplified by Tanaka, Pall, Hirakawa, Ramos and Koslow. It 
would therefore have been obvious for one skilled in the art to use such a material for 
the filters of Mathews, depending on the characteristics of the material to be filtered, 
absent a declaration showing unexpected results. Note that Mathews discloses the use 
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of polypropylene, but also states that other materials may be used (column 5, lines 5- 
15). 

5. Claims 1, 4, 7, 8, 10, 12, 17, 18 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ott or McClure, each in view of Tanaka, Pall, Hirakawa, 
Ramos, or Koslow. 

Ott and McClure each disclose a separator having a plurality of gravitational 
separation chambers in series with a plurality of filters, in a linear sequence with a 
snaking flow path, substantially as recited in the instant claims. The instant claims differ 
in recitation of the filter having wool fibers and a synthetic component. 

It is known to make filters out of composite materials, which include wool and 
synthetic components, as exemplified by Tanaka, Pall, Hirakawa, Ramos and Koslow. It 
would therefore have been obvious for one skilled in the art to use such a material for 
the filters of Ott or McClure, depending on the characteristics of the material to be 
filtered, absent a declaration showing unexpected results. 

6. Claims 1, 2, 4, 6, 10, 12, 17 and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Use in view of Tanaka, Pall, Hirakawa, Ramos, or Koslow. 

Use discloses a gravitational separation chamber having a filter stage (100) in 
series with a final filter (400), in a linear sequence with a snaking flow path, 
substantially as recited in the instant claims. The instant claims differ in recitation of the 
filter having wool fibers and a synthetic component. 
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It is known to make filters out of composite materials, which include wool and 
synthetic components, as exemplified by Tanaka, Pall, Hirakawa, Ramos and Koslow. It 
would therefore have been obvious for one skilled in the art to use such a material for 
the filters of Use, depending on the characteristics of the material to be filtered, absent a 
declaration showing unexpected results. Note that Use discloses the use of a composite 
filter material for the basket filter (see column 9, lines 26-39), and the use of a variety of 
materials for the final filter (see column 15, lines 37-44). 

7. Claims 9, 11, 13-15 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ott as applied to claims 1 and 18 above, and further in view of 
Horsley. 

Claims 9, 11, 13 and 14 differ from Ott as applied to claim 1 in recitation of the 
configuration being a circular path with concentric chambers for the gravitational 
separator and the filter. Such a concentric configuration of plural separation units is 
disclosed by Horsely. It is submitted that the specific configuration would have been an 
obvious matter of design for one skilled in the art, depending on the site where the 
separator is to be located, and therefore fails to patentably distinguish over the prior art 
of record. 

Claims 15 and 19-21 further differ in recitation of conduits, in an "inverted 
periscope" configuration connecting the chambers of the gravitational separator. Such 
connections are known, as exemplified by Horsely in figures 4-6. It is therefore 
submitted that the substitution of such conduits for the overflow weirs of Ott would 
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have been an obvious substitution of one known overflow connection for another, and 
therefore fails to patentably distinguish over Ott. 

8. The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. Mondragon, Pattee and Armstrong were cited in the PCT 
search report, and have been made of record. Other references of interest include 
Anderson and White. 

9. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Christopher Upton whose telephone number is 
571-272-1169. The examiner can normally be reached on 8:30-6:00, off every other 
Monday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1166. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Christopher Upton/ 

Primary Examiner, Art Unit 1797 
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